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DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 47-54, which constitute all of the
clainms presently pending in the application.

The appellant's invention is directed to an inproved
packagi ng material conprising a plastic web of preopened bags
i nterconnected in end-to-end rel ati onshi p.

The subject matter before us on appeal is illustrated by
reference to claim47, which has been reproduced in an

appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Ler ner 3, 254, 828 Jun. 7,
1966
Benoi t 4,597, 494 Jul . 1,
1986
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THE REJECTI OV

Clainms 47-54 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Lerner in view of Benoit.

The rejection is explained in the Exam ner's Answer.

The opposing vi ewpoints of the appellant are set forth in

the Bri ef.

OPI NI ON

In reaching our decision on the issues raised in this
appeal, we have carefully assessed the clains, the prior art
appl i ed agai nst the clainms, and the respective views of the
exam ner and the appellant as set forth in the Answer and the
Brief.

In evaluating the exam ner’s rejection, the basic
gui dance provided by our reviewing court is that in rejections
under 35 U.S.C. 8§ 103 the exam ner bears the initial burden of
presenting a prim facie case of obviousness (see In re

Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. G r

2 A double patenting rejection was overcone by the filing
of a term nal disclainmer (Paper No. 6), and a second rejection
under Section 103 was wi t hdrawn (Paper No. 12).
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1993)), which is established when the teachings of the prior
art itself would appear to have suggested the cl ai ned subject

matter to one of ordinary skill in the art (see In re Bell

991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed. Cr. 1993)).

The appellant’s invention is directed to solving a
probl em that, according to the evidence presented, renained
unsol ved in the packaging art for at |east twenty-five years
(see affidavits of Bernard Lerner, Dana Liebhart and Vi ncent
Lattur). The invention applies to the type of packaging in
whi ch an el ongated web of preopened® bags in interconnected
end-to-end relationship is conveyed past stations in which an
article is placed into each bag, the bag is closed or seal ed,
and the bags are separated fromthe web along lateral |ines of
weakness defining the top and bottomof the bag. In such a
system if the web is conveyed in the direction of the open

end of the bags, they would be bl own open, which severely

3 A “preopened bag” is one in which an openi ng has been
created by nmaking a slit in one of the two |ayers of plastic
that have been attached together at their edges to formthe
bag, as is best illustrated in Figures 3 and 4 of the Lerner
ref erence.
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conplicates the process. For this reason, when the webs are
manuf actured, they are conveyed in the direction of the closed
end of the bags and therefore, when the web is coiled for
transport to the user, the closed ends of the bags are
oriented inwardly of the coil, with the open ends being
outwardly oriented. Renoving the bags by unw nding fromthe
outside of the coil at the packagi ng station caused the open
ends to be oriented in the direction of travel which, as
expl ai ned above, was undesirable. Therefore, it was the
practice in the prior art to rewind each coil of bags before
use in the packagi ng operation, so that as the bags were
unwound fromthe outside of the coil they were oriented with
the closed end in the direction of travel. This process of
rew nding was a sl ow and conplicated one, for there seem ngly
was no way to avoid noving the web in the direction of the
opening in the bags, wth the attendant problem of the bags
openi ng. Several techniques were tried over the years to
prevent the bags from opening during rew nding, but none were
consi dered to be successful. See Brief, pages 2-5.

The appellant’s solution to the problemwas not to rew nd
the coiled web, but to renove the web fromthe inside of the

5
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coil, wherein the closed ends of the bags woul d energe
oriented in the direction of travel. The crux of the
invention is manifested in claim47 in the foll ow ng passages:

e. the web being flattened and wound in a coi

havi ng, prior to dispensing, a center opening of a

di aneter at |east as great as the width of the web;

and

f. the coiled web being oriented such that as the

web is fed along a path of travel fromthe center

openi ng bags of the web are fed al ong such path

closed end first.
Claimb5l differs only in the manner in which the opening is
descri bed:

e. the web being flattened and wound i n an annul ar

coil having, prior to dispensing, a center opening

fromwhich the web is free to be fed for packagi ng

operations, the opening being sized such that a web

conprised of a series of such bags may be fed from

the coil center opening to a packagi ng station

wi t hout causing premature separation along one or

nore of such lines of weakness.
The exam ner has taken the position that all of the subject
matter recited in independent clainms 47 and 51 “except for the
openi ng constructed to permt dispensing therefroni is
di scl osed in Lerner, but that fromBenoit “it was known in the
art to dispense bags froma center opening of a coil of bags,”

and therefore it would have been obvious to provide the coi

6
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of Lerner with the Benoit opening “in order to facilitate
rapi d and easy handling” (Answer, pages 2 and 3). W are
per suaded by the argunents and evi dence provided by the
appel l ant, however, that this is not the case.

Lerner discloses the clainmed el ongated web of preopened
pl astic bags interconnected in end-to-end relationship and
provided with |lines of weakness whereby the individual bags
can be separated fromthe web after packaging. As shown in
Figure 4, the Lerner web is unwound fromthe outside of the
coil with the closed ends of the bags oriented in the
direction of novenent. This is illustrative of the nodus

operandi of the prior art, and the creation of the coi

illustrated in Lerner first necessitated that the web be
rewound fromits prior state, that is, the state which is
utilized in the appellant’s invention. There is no discussion
in Lerner with regard to the center opening in the coil, other
than to state that it accomobdates an axle (colum 7). Thus,
Lerner fails to disclose or teach the limtations of clains 47
and 51 regarding the size of the center opening and the

orientation of the web (subparagraphs e. and f.).
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Benoit relates to packagi ng and di spensing pl astic bags
that are in an elongated plastic web in interconnected end-to-
end relationship. 1In the background of the invention portion
of Benoit there is a discussion of the problemof tw st being
i nparted to bags being renoved fromthe center of a roll
whi ch includes nention of the relationship between the |ength
of the bags and the dianeter of the center opening of the
coil, and concludes with the statenent that “the | arger the
bag, the nore twist it is given during dispensing” (colum 3,
lines 20 and 21). Benoit then characterizes his invention in
the foll owi ng manner (colum 3, |ines 25-37):

There is accordingly a need for a nethod and
nmeans for dispensing | arge center-w ndable plastic
bags wi th m ni mum hand mani pul ati on by the user.

A carton for shipping and successively

di spensing | arge plastic bags froma center-w ndabl e

roll thereof should have as nearly square a

configuration, in the dinmensions that are

per pendi cul ar to the width of the bags, as possible

in order to maxi mze the strength of the carton and

its shipping, storing, and di spensing

characteristics and convenience. There is

consequently a need for a nmethod that can

sel ectively inpart such a selected configuration to

a roll of center-unw ndable plastic bags being

packaged into a carton.

It is clear fromthe foregoing, considered in the |ight
of the explanation of the invention, that the intention of

8
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Benoit is not to dispense bags froma center opening of a

coil. The first step in the Benoit process is to coil the
bags (Figure 1). However, the coil, as such, then is
discarded. As illustrated in Figures 6-8, Benoit conpresses

the coil to elimnate the center opening (Figure 7), after
which it is folded into the “horseshoe” shown in Figure 8.
Benoit teaches dispensing the bags fromthe inside of the
package, as shown in Figure 12, at which point the center
openi ng has ceased to exist, for what was the inner surface 63
of the center opening of Figure 6 now has becone, by virtue of
the conpression and folding, a slit 123 through which the bags
124 protrude and are pulled out to be dispensed (Figure 12).
This being the case, while the exam ner focuses on Benoit’s
statenment that "the larger the inner roll dianeter for a given
bag size, the less twist is encountered when renoving a | arge
bag fromthe roll by center unw nding” (colum 3, |ines 64-
66), it is our viewthat Benoit actually is not referring to
the di anmeter of an opening, but to the effective length of the
folded slit in the conpressed and fol ded packages of Figure 12
et al. Thus, while at one point in the process of formng a
di spensi ng package there exists a coil having a center

9
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opening, in the Benoit system bags are not dispensed
t herefrom

In addition, as the appellant has pointed out, Benoit has
no concern for renoving the bags fromthe di spensing package
in such a manner as not to break the perforations between
successi ve bags, which is a major consideration in the
appel lant’s system Benoit is not dispensing bags for further
processing, as is the case with the appellant’s invention.
Benoit’s systemis geared to providing bags for i medi ate use,
such as garbage or produce bags, which are to be torn fromthe
web as they exit the package. The appellant now has placed in
the record copies of the references referred to in the opening
lines of Benoit’s columm 3 to make the point that the field in
whi ch the Benoit invention is used differs fromthat to which
the appellant’s invention is directed. The appellant asserts,
and we agree, that it nmatters not at all in Benoit that the
bags be di spensed fromthe roll in such a nanner as not to
break the perforations. |In fact, Benoit specifically teaches
that the “roll” fromwhich the bags are dispensed is a
"horseshoe-folded roll,” and that the bag is pulled by the
user froman “off-set slot neans for grippingly engagi ng” each

10
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bag so as to provide “sufficient tension” to tear the bag from
the succeeding one along the line of perforations (colum 4,
line 10 et seq.). This differs fromthe appellant’s

i nvention, where such tension is not desired, and is the
reason that the appellant’s clainms contain |imtations
regardi ng the size of the coil center opening.

The bags with which the Benoit invention is used are
gar bage bags, produce bags and the like. Benoit does not
state that these are “preopened” bags, nor in our opihnion
woul d one of ordinary skill in the art expect themto be.
Therefore it would appear to matter not whether it is the top
or the bottom of the bags which exit fromthe package first.
This is confirmed by the in fact that no concern for this is
evi denced in the Benoit patent.

The factors discussed above | ead us to the concl usion
that the conbined teachings of the two applied references fai
to establish a prima facie case of obviousness wth regard to
ei ther of the independent clains for, even when considered in
the nost favorable light, they fail to disclose or teach two

of the limtations contained in each of the independent
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claims. First, even considering, arguendo, that Benoit
t eaches di spensing a web of bags fromthe center opening of a
coil, since Benoit is silent as to which end of the bag exits
first and Lerner teaches di spensing bags closed end first but
fromthe outside of the coil, we fail to perceive any
t eachi ng, suggestion or incentive which would have |led the
artisan to orient a web of preopened bags in the Benoit coi
such that each bag exits the center opening in the coil with
the closed end first. Thus the [imtation set forth in the
final clause of each of clainms 47 and 51 is not net. Second,
given the fact that neither reference relates the wdth of the
web to the diameter of the center opening of a coil, and
nei ther recogni zes the problemof insuring that the bags are
not separated by the force of being pulled fromthe center
openi ng of the core, the requirenents recited in each
i ndependent cl ai m concerning the size of the opening are not
taught. Nor, in our view, would these |imtations inherently
have been nmet by conbi ning the teachings of the applied
ref erences.

From our perspective, the only suggestion to conbine the
references is found in the hindsight afforded one who first

12
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vi ewed the appellant’s disclosure. This, of course, is

i nperm ssible as the basis for a rejection. See In re Fritch,

972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. G r. 1992):
The rejection is not sustained.*

The decision of the exam ner is reversed.

REVERSED

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAVRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

4 We acknowl edge that these sane clainms were evaluated in
view of the sane references by a panel of this Board in a
deci sion mail ed August 31, 1993, with the opposite result
havi ng been reached. However, we had the benefit of evidence
and argunents presented by the appellant which were not
bef ore the previous panel.
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JOHN P. McQUADE
Adm ni strative Patent Judge

bae

Watts, Hoffrmann, Fi sher & Hei nke Co.
P. O Box 99839
Cl evel and, OH 44199-0839
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